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~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 23 August 2007 . 
2a)D This action is FINAL. 2b)KI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 38-47 and 43-55 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) E3 Claim(s) 38-41 and 43-55 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) , Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 38-41 and 43-55 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

The original specification does not provide support for the notion that the coil 
segments are longer than the serpentine sections, or that each of the coiled sections 
are longer than each of the serpentine sections in a single device. The drawings cannot 
be relied upon for disclosing relative proportions of elements of the device. See MPEP 
2125: 

PROPORTIONS OF FEATURES IN A DRAWING ARE NOT EVIDENCE OF 
ACTUAL PROPORTIONS WHEN DRAWINGS ARE NOT TO SCALE 
When the reference does not disclose that the drawings are to scale and is silent 
as to dimensions, arguments based on measurement of the drawing features are of little 
value. See Hockerson-Halberstadt, Inc. v. Avia Group Int 'I, 222 F.3d 951, 956, 55 
USPQ2d 1487, 1491 (Fed. Cir. 2000) (The disclosure gave no indication that the 
drawings were drawn to scale. "[I]t is well established that patent drawings do not define 
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the precise proportions of the elements and may not be relied on to show particular 
sizes if the specification is completely silent on the issue."). However, the description of 
the article pictured can be relied on, in combination with the drawings, for what they 
would reasonably teach one of ordinary skill in the art. In re Wright, 569 F.2d 1124, 193 
USPQ 332 (CCPA 1977) ("We disagree with the Solicitor's conclusion, reached by a 
comparison of the relative dimensions of appellant's and Bauer 's drawing figures, that 
Bauer clearly points to the use of a chime length of roughly 1/2 to 1 inch for a whiskey 
barrel.' This ignores the fact that Bauer does not disclose that his drawings are to scale. 
... However, we agree with the Solicitor that Bauer 's teaching that whiskey losses are 
influenced by the distance the liquor needs to traverse the pores of the wood' (albeit in 
reference to the thickness of the barrelhead)" would have suggested the desirability of 
an increased chime length to one of ordinary skill in the art bent on further reducing 
whiskey losses." 569 F.2d at 1127, 193 USPQ at 335-36.) 2126 [R-5] . 

Claim Objections 

There is no status identifier for canceled claim 42 in the last claim submission. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. • 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 38-41 and 43-55 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hojeibane-5911732. 
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Hojeibane discloses a stent having both serpentine sections and coiled sections. 
As previously outlined in the last office action, and not argued by the applicant, the stent 
has each of the required sections and curved portions. However, the coiled segments 
being longer than the serpentine segments is not disclosed. As previously stated it 
would have been obvious to have made the coiled sections longer as Hojeibane 
discloses that the coiled sections can be varied to increase flexibility. It would have 
been obvious to have provided only a single coiled section between end serpentine 
sections in the event that the stent were short. Also disclosed is that the diameter and 
the length can be varied. The specifics of the claimed diameter and length are not 
critical as the applicant discloses a large range for both of these dimensions, and 
therefore, the examiner contends that making the prior art stent in the claimed 
dimensions would have been an obvious design choice as the claimed dimension is not 
critical, does not solve any particular problem, is not for any particular purpose and the 
prior art dimension would perform equally as well. 

Response to Arguments 

Applicant's arguments filed 08-23-2007 have been fully considered but they are 
not persuasive. 

The examiner contends that Hojeibane discloses the altering of the connector 
portions to alter the flexibility of these sections and therefore the overall flexibility of the 
entire device. The examiner contends that one skilled in the art would readily know that 
making the coiled sections longer than the serpentine sections would increase the 
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flexibility of the connector sections and therefore increase the overall flexibility of the 
entire device. It would be better able to bend along its length to allow for a surgical site 
having bends. The fact that Hojeibane discloses altering the flexibility of the connectors 
by changing their shape or configuration, one skilled in the art armed with common 
knowledge and common sense would conclude that making the softer coiled sections 
longer would make the overall device more flexible or conformable. Making this 
alteration would be obvious to try and would provide completely expected results of 
increased flexibility and conformability. One skilled in the art would have every reason to 
conclude that there would be a reasonable expectation of success when making this 
alteration. Hojeibane discloses that the purpose of the connector (spiral or coiled 
sections) is to increase the device's ability to flex and articulate in the body lumen. This 
would be compared to no connector portions. It is therefore clear that the coiled 
sections are indeed more flexible than the serpentine sections. It would not take any 
ingenuity at all to determine that longer coiled connector sections would indeed provide 
a more flexible, conformable, articulatable device. Making the length of the coiled 
connector sections to be longer than the length of the serpentine sections would be 
obvious in the event that the device were placed in a particularly tortuous section of 
vasculature. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Glenn K. Dawson whose telephone number is 571-272- 
4694. The examiner can normally be reached on M-Th 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Todd E. Manahan can be reached on 571-272-4713. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Sen/ice Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



GleMn K Dawson 
Primary Examiner 
Art Unit 3731 




Gkd 

20 October 2007 



